
I United States Patent and Trademark Office 



APPLICATION NO. 
09/888,727 



FILING DATE 
06/25/2001 



FIRST NAMED INVENTOR 
Bemhard H. Weigl 



7590 10/08/2003 

SEED INTELLECTUAL PROPERTY LAW GROUP PLLC 
701 FIFTH AVE 
SUITE 6300 

SEATTLE, WA 98104-7092 



o^J^l^? DEPARTMENT OF COMMERCr 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 223 1 3-1 450 
www.usp1o.gov 



I ATTORNEY DOCKET NO. 
MICRO 1180 



CONFIRMATION NO. 
1517 



EXAMINER 



ALEXANDER, LYLE 



ART UNIT 



PAPER NUMBER 



1743 

DATE MAILED; 10/08/2003 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 



Application No. Ml j 



09/888,727 



Examiner 

Lyie A Alexander 



WEIGL ET AL. 



Art Unit 

1743 



- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timelv filed 
after SIX (6) MONTHS from the mailing date of this communication. ' f ^ J 

' I "^^^^l ^P®^'^®^ 3^°^® "ess than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely 

- W NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U S C § 133) 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed may reduce anv 
earned patent term adjustment. See 37 CFR 1.704(b). y . j jr 

Status 

1)1^ Responsive to communication(s) filed on 13 February 2002 . 
2a)n This action is FINAL. 2b)IEl This action is non-final. 

3) n Since this application is in condition for allowance except for forhial matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11 453 O G 213 
Disposition of Claims 

4) 13 Claim(s) 1^ is/are pending in the application. 

4a) Of the above claim(s) 13-24 is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) IEI Claim(s) 1-12 and 25-32 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) 13 Claim(s) ^32 are subject to restriction and/or election requirement. 
Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) n The drawing{s) filed on is/are: a)n accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

11) n The proposed drawing correction filed on is: a)^ approved b)^ disapproved by the Examiner 

If approved, corrected drawings are required in reply to this Office action. 

12) n The oath or declaration is objected to by the Examiner 
Priority under 35 U.S.C. §§ 119 and 120 

1 3) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (0. 

a)nAli b)n Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

1 ) ^ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s) 

2) U Notice of Draftsperscn's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-1 52) 

3) |_J Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) □ Other: 
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i) Application/Control Number: 09/888,727 p 
. Art Unit: 1743 ' 

Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-12 and 25-32, drawn to a method of fluid handling requiring a 
fluid sheath , classified in class 436, subclass 52. 

II. Claims 13-14 and 17-21 , drawn to a multi-flow apparatus, classified in 
class 137, subclass 110. 

III. Claims15-16 and 22-24, drawn to a non-sheathed multi-flow system , 
classified in class 137, subclass 512. 

The inventions are distinct, each from the other because of the following reasons: 

Inventions 1,111 and II are related as process and apparatus for its practice. The 
inventions are distinct if it can be shown that either: (1 ) the process as claimed can be 
practiced by another materially different apparatus or by hand, or (2) the apparatus as 
claimed can be used to practice another and materially different process. (MPEP § 
806.05(e)). In this case the apparatus can be used as a heat exchanged or as a 
fluid/fluid extractor, 

Inventions I and II are related as combination and subcombination. Inventions in 
this relationship are distinct if it can be shown that (1) the combination as claimed does 
not require the particulars of the subcombination as claimed for patentability, and (2) 
that the subcombination has utility by itself or in other combinations (MPEP § 
806.05(c)). In the instant case, the combination as claimed does not require the 
particulars of the subcombination as claimed because a fluid sheath is not required. 
The subcombination has separate utility such as a fluid/fluid extraction scheme. 



J Application/Control Number: 09/888,727 Pa e 3 

Art Unit: 1743 ' 

Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art because of their recognized divergent subject 
matter, restriction for examination purposes as indicated is proper. 

During a telephone conversation with Mr. James Clery on 2/13/02 a provisional 
election was made with traverse to prosecute the invention of group I, claims 1-12 and 
25-32. Affirmation of this election must be made by applicant in replying to this Office 
action. Claims 13-24 are withdrawn from further consideration by the examiner, 37 
CFR 1 . 1 42(b), as being drawn to a non-elected invention. 

Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 . 1 7(i). 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

Siw 'SiT'T i^^.^''*^^. 3 patent granted on an application for patent by another filed in the 
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The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AlPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AlPA (pre-AlPA 35 U.S.C. 102(e)). 

Claims 1-12 and 25-32 are rejected under 35 U.S.C. 102(e) as being clearly 
anticipated by Yager et al.(USP 5,932,100), Weigl et al.(USP 6,159,739), Holl et 
al.(6,576,194) or Weigl et al.(6,454,945). 

These references all teach methods of controlling a flow of a first fluid that is 
sheathed by the flow of a second fluid. It is inherent that all of these systems are three- 
dimensional and meet the claimed limitation for 3 dimensional flow. 

Claims 1-12 and 25-32 are rejected under 35 U.S.C. 102(b) as being clearly 
anticipated by van den Engh et al.(USP 5,747,349), Miyake et al.(USP 4,863,264) or 
Ohki(USP 4,983,038). 

van den Engh et al. teach a method of controlling a flow of a first fluid that is 
sheathed by the flow of a second fluid. It is inherent that all of these systems are three- 
dimensional and meet the claimed limitation for 3 dimensional flow. 

Miyake et al. teaches a sheath flow photo analyzer for determining particulate in 
a fluid. Column 5 teaches a cell flow device(6) comprising two inlet openings(6a)/(6b) 
for the sheath fluid(23) and inlet(6c) for the test fluid(22). The upper and lower surfaces 
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